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DETAILED ACTIONS 
Claim Objections 

1 . Claim 1 is objected to because of the following informalities: 

Term "a e-mail sender" in line 4 is improper. 

Examiner suggests changing this term to "an e-mail sender". 

Appropriate correction is required. 



Claim Rejections - 35 USC § 103 

2. The following is a quotation of 35 U.S.C. 103(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set forth in 
section 102 of this title, if the differences between the subject matter sought to be patented and the prior art are 
such that the subject matter as a whole would have been obvious at the time the invention was made to a person 
having ordinary skill in the art to which said subject matter pertains. Patentability shall not be negatived by the 
manner in which the invention was made. 

3. Claims 1, 2, 5-8, 10, 13-18 and 21 are rejected under 35 U.S.C. 103(a) as being 
unpatentable over Henry (US Patent No. 6,424,426). 

a) In Regarding to Claim 1 : Henry disclosed an ARPA-Internet Network 
Access/Service provider device comprising: 

a fax gateway (see Fig. 5: blocks 64 and 66) including, 

a storage device for storing an e-mail message received from an email sender for 
transmission to a fax receipt through a packet communications network, the stored e-mail 
message being converted to a fax document for transmission thereof to a fax recipient having 
access to a fax device (see coll line 66- col. 2 line 4: whereby a user is able to send emails 
(hence an email sender); Fig. 2: block 26 E-mail Server; the Server can be considered as a 
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stored e-mail message storage device of the instant claim since it is used for email; and see col 7 
lines 1-10: the email-to-fax gateway 66 in Fig. 5 converts the MIME image into a text-formatted 
e.g. PostScript file. Then,- the text-formatted file is rasterized into a fax encoded bit map image); 

at least one fax modem device for transmitting the fax document to the fax recipient 
through a public switched telephone network (see Fig. 2: bocks 20 fax Modem bank), 

wherein reception of the email message in the form of a fax document is not necessarily 
known to the email sender (see Fig.6: the advertisement part of a fax-to-email confirmation 
page). 

Henry fails to explicitly teach the ARPA-Internet Network Access/Service Provider 
device allows a fax recipient to receive e-mail messages by the use of a fax device without 
requiring computer equipment. 

However, Henry explicitly disclosed an ARPA-Internet Network Access/Service 
Provider device that allows a fax recipient to send e-mail messages by the use of a fax device 
without requiring computer equipment (see Fig.3B and col. 5 lines 3-15: a user interacts with the 
system 5 of the present invention to send an email from a fax machine). 

It was well known in the art that two-way communication is necessary for both sender 
and receiver to communicate, respectively. Therefore, it would have been obvious to one having 
ordinary skill in the art at the time the invention was made to provide such two-way 
communication to allow a fax recipient to receive e-mail messages by the use of a fax device 
without requiring computer equipment throughout the device, and allow a fax recipient to send 
e-mail messages by the use of a fax device without requiring computer equipment as taught by 
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Henry, the motivation being to enable the apparatus in Henry to support two-way 
communication. 

b) In Regarding to Claim 2: Henry disclosed all aspects of this claim as set forth in 
claim 1. 

Henry failed to explicitly teach the storage device further for storing a fax telephone 
number associated with the fax device of the fax recipient and for using the fax telephone 
number for establishing a call for the transmission of the fax document. 

However, Henry explicitly disclosed a web server 88 connected to an IP router 82 in a 
network operation center as shown in Fig.7, wherein the web server 88 is used to capture and 
store the user's email address as well as the fax telephone number to which the user wishes to 
send the fax, and this fax telephone number is relayed over the Internet to the email server 26 
(considered as a stored email storage device of the instant claim) of the preferably nearest POP 
10 to which the fax telephone number is associated (see col. 8 lines 1 -11). 

Therefore, it would have been obvious to one having ordinary skill in the art at the time 
the invention was made to provide such a web server 88, which can be connected to the IP router 
32 in the device 10, as shown in Fig.2 of Henry for the purpose of reliably and automatically 
using in local calls because fax telephone number stored in the web server 88 is relayed over the 
Internet to the email server 26, the motivation being to reduce costs. 

c) In Regarding to Claim 5: Henry further disclosed the storage device for further 
creating a fax cover page for transmission thereof to the fax recipient (see Fig.8A: step 114). 
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d) In Regarding to Claim 6: Henry further disclosed the e-mail message includes an 
e-mail address and the fax cover page includes a sender field extracted from the e-mail address 
(see Fig A), 

e) In Regarding to Claim 7: Henry further disclosed the Internet Network 
Access/Service Provider devices assigns an e-mail address to the fax recipient, the e-mail address 
being correlated to a fax telephone number identifying the fax device and wherein the fax cover 
page for further including a destination field extracted from the fax recipient e-mail address (see 
col 1 lines 35-42: one type of service is that it requires the subscriber to have a specific 
telephone number associated with their email address; and see Fig.4: blocks 61 and 63 
(destination field)). 

f) In Regarding to Claim 8: Henry disclosed all aspects of this claim as set forth in 
claims 1 and 5-7; and 

Henry further disclosed the Internet Network Access/Service Provider device for 
including the e-mail subject field contents in the fax cover page prior to transmission thereof to 
the fax recipient (see Fig.4: box of Freehand Notes and Drawings). 

Henry fails to explicitly teach the e-mail message includes a subject field. 

However, Henry explicitly disclosed a blank box for Freehand Notes and Drawings in 
Fig.4; by this box, it can be considered as both subject field and email subject contents because 
the subject field is just a blank line underneath the address field of an email message; before 
creating the contents of an email message, a fax sender can create the subject of the email 
message at the first line on the top of such a box. 
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Therefore, it would have been an obvious matter of design choice to provide such a 
subject field throughout the last "Cc:" field as shown in Fig.4 of Henry in order to the email 
format used by fax user can be the same as that of Internet emails, the motivation being to 
perform equally well with the regular emails. 

g) In Regarding to Claim 10: Henry further disclosed the fax gateway is coupled to the 
public switching telephone network through one or more telephone lines (see block POTS in 
Fig J and Bl lines in Fig. 2). 

h) In Regarding to Claim 13: Henry further disclosed the storage device is a computer 
system having a conversion program for causing conversion of the e-mail message to a fax 
document (see Fig.5 and col.5 line 2-37: software architecture). 

i) In Regarding to Claim 14: Henry further disclosed the storage device is a computer 
system having an e-mail program for causing storage of the e-mail message (see col6 line 34-50: 
SMTP protocol and software architecture). 

j) In Regarding to Claim 15: Henry further disclosed the e-mail program and the 
conversion program reside externally to the fax gateway (see col.6 lines 44-50: all software 
modules could reside on a single server or on a different servers than is shown in the 
embodiment of Fig.5). 

k) In Regarding to Claim 16: Henry further disclosed the fax gateway further for 
receiving a reply fax document from the fax recipient, for converting the reply fax document to a 
reply e-mail message and for transmitting the reply e-mail message to the sender (see Fig.8B: 
steps 120-126). 
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1) In Regarding to Claims 17 and 18: These claims are rejected for the same reasons as 
claims 1 and 16, respectively because the apparatus in claims 1 and 16 can be used to practice 
the method steps of claims 17 and 18, respectively. 

m) In Regarding to Claim 21: Henry disclosed a method for sending and receiving e- 
mail messages using a fax device as recited in Claim 17. This method can be applied to reject 
this claim for the same reasons as claim 17 because it is well known in the art that method steps 
can be programmed to automate a process. 

Therefore, at the time of the invention, it is well known in the art that method steps can 
be programmed to automate a process. The resulting program is considered as firmware that the 
apparatus uses to perform the method steps to include in Henry this well-known art, so that a fax- 
to-email and email-to-fax communication system can be maintained properly. The motivation for 
doing so would have been to make Henry 's fax device operate automatically. Therefore, it would 
have been obvious to include well-known art in Henry in the invention as specified in the claim. 

4. Claims 19 and 20 are rejected under 35 U.S.C. 103(a) as being unpatentable over Henry 
(US Patent No. 6,424,426) in view of Toyoda et al. (provided by IDS #5) (US Patent No. 
5,812,278) hereinafter referred to as Toyoda. 

Henry disclosed all aspects of Claims 19 and 20 as set forth in the Claim 17. 

Henry fails to explicitly teach further including the step of verifying a destination user 
address for identifying the fax recipient as being a known user as recited in Claim 19; and upon 
unsuccessful verification of the destination user address sending a failed message as recited in 
Claim 20. 
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Toyoda disclosed such verifying a destination user address and upon unsuccessful 
verification of the destination user address sending a failed message (see Fig. 29: steps 233, 241 
and 244). 

At the time of the invention, it would be obvious to a person of ordinary skill in the art to 
provide such verifying a destination user address and upon unsuccessful verification of the 
destination user address sending a failed message, as taught by Toyoda with Henry in a purpose 
of notifying the sender that he/she has a wrong address of the destination and save bandwidth of 
transmitted. The motivation for doing so would have been to make Henry more efficient 
Therefore, it would have been obvious to combine Toyoda with Henry in the invention as 
specified in the claim. 

5. Claim 9 is rejected under 35 U.S.C. 103(a) as being unpatentable over Henry (US Patent 
No. 6,424,426) in view of Owens et al (US Patent No. 6,633,630) hereinafter referred to as 
Owens. 

Henry disclosed all aspects of Claim 9 as set forth in the Claim 1. 

Henry fails to explicitly teach the storage device for further assigning a mailbox for 
storage of e-mail messages directed to the fax recipient and upon receipt of the e-mail message, 
for storing the e-mail message within the assigned mailbox of the fax recipient. 

Owens explicitly disclosed such a mailbox (see col. 2 lines 23-43: universal mailbox). 

At the time of the invention, it would be obvious to a person of ordinary skill in the art to 
provide such a mailbox, as taught by Owens with Henry \ so that all different messages in 
different media such as email, voice mail and fax mail can be stored in a universal mailbox. The 



Application/Control Number: 09/767,330 Page 9 

Art Unit: 2661 

motivation for doing so would have been to provide capabilities for same-media and cross-media 
notification and responses. Therefore, it would have been obvious to combine Owens with Henry 
in the invention as specified in the claim. 

6. Claims 11 and 12 are rejected under 35 U.S.C. 103(a) as being unpatentable over Henry 
(US Patent No. 6,424,426) in view of Gidwani (US Patent No. 6,640,239). 

Henry disclosed all aspects of these claims as set forth in the claim 1 ; and 

Henry further disclosed the fax gateway is coupled to the data communications network 
(see Fig J: blocks of Internet and POP1). 

Henry fails to explicitly teach wherein the fax gateway is coupled to the public switching 
telephone network through a digital communications link. 

Gidwani explicitly disclosed such a digital communications link (see Fig. 2: DSL). 

At the time of the invention, it would be obvious to a person of ordinary skill in the art to 
provide such a digital communications link, as taught by Gidwani with Henry for the purpose of 
multiple services such as voice, data, video and signaling (see Henry: the Internet access lines 
e.g. T-3 in col.4 lines 39-34). The motivation for doing so would have been to make Henry more 
efficient. Therefore, it would have been obvious to combine Gidwani with Henry in the invention 
as specified in the claim. 

7. Claims 3 and 4 are rejected under 35 U.S.C. 103(a) as being unpatentable over Henry 
(US Patent No. 6,424,426) in view of Toyoda et al (US Patent No. 5,825,505) hereinafter 
referred to as Toyoda 505. 
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Henry disclosed all aspects of Claims 3 and 4 as set forth in the Claim 1. 

Henry fails to explicitly teach wherein the storage device for further storing a time-of-day 
for specifying a range of time during which the fax document is transmitted; and 

the storage device further for storing a fax telephone number associated with the fax 
device of the fax recipient and for using the fax telephone number for establishing a call for the 
transmission of the fax document. 

Toyoda 505 explicitly disclosed such storing a time-of-day for specifying a range of time 
during which the fax document is transmitted (see Fig J 2: steps 65-71), 

At the time of the invention, it would be obvious to a person of ordinary skill in the art to 
provide such a digital communications link, as taught by Toyoda 505 with Henry for the purpose 
of controlling the time of a fax document that is transmitted throughout communication systems. 
The motivation for doing so would have been to make Henry more efficient. Therefore, it would 
have been obvious to combine Toyoda 505 with Henry in the invention as specified in the claim; 
and 

Henry also disclosed a web server 88 connected to an IP router 82 in a network operation 
center as shown in Fig.7, wherein the web server 88 is used to capture and store the user's email 
address as well as the fax telephone number to which the user wishes to send the fax, and this fax 
telephone number is relayed over the Internet to the email server 26 (considered as a stored 
email storage device of the instant claim) of the preferably nearest POP 10 to which the fax 
telephone number is associated (see col8 lines 1-11). 

Therefore, it would have been obvious to one having ordinary skill in the art at the time 
the invention was made to provide such a web server 88, which can be connected to the IP router 
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32 in the device 10, as shown in Fig.2 of Henry for the purpose of reliably and automatically 
using in local calls because fax telephone number stored in the web server 88 is relayed over the 
Internet to the email server 26, the motivation being to reduce costs. 

Response to Remarks/Arguments 
8. Applicant's arguments filed on 7/19/2004 have been fully considered but they are not 
persuasive. Claims 1-21, which remain in the subject application with claims 1,7, 11, 17 and 21 
were amended, have been respectfully reconsidered. However, all of these claims are still 
rejected as the same old ground of the rejection as described above. 

In regarding to amended claims 1, 17 and 21: Examiner carefully reconsidered the 
subject matters of the claims. However, Examiner respectfully disagrees with the Applicants 
that in Henry, it is believed that there is no teaching of the e-mail sender being ignorant of the e- 
mail message being transmitted to the fax receipt in the form of a fax document. In fact, Henry 
explicitly discloses such the e-mail sender being ignorant of the e-mail message being 
transmitted to the fax receipt in the form of a fax document (see the advertisement part of the 
MongoFax confirmation page in Fig.6). In this confirmation page, a fax user at a fax receipt side 
would receive an advertisement in the form of a fax document without having any information 
relating to the e-mail sender. There is only a fax back number (xxx) xxx-xxxx that the fax user 
can use for a further interest. 

It is therefore also believed that all claims depending therefrom cannot be patentable over 
Henry as well as Toyoda, Owens and Gidwani. 

For the reasons above, the claims 1-21 are unpatentable and being still rejected as the 
same old ground of the rejection. 
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9. THIS ACTION IS MADE FINAL. Applicant is reminded of the extension of time 
policy as set forth in 37 CFR 1.136(a). 

A shortened statutory period for reply to this final action is set to expire THREE 
MONTHS from the mailing date of this action. In the event a first reply is filed within TWO 
MONTHS of the mailing date of this final action and the advisory action is not mailed until after 
the end of the THREE-MONTH shortened statutory period, then the shortened statutory period 
will expire on the date the advisory action is mailed, and any extension fee pursuant to 37 
CFR 1.136(a) will be calculated from the mailing date of the advisory action. In no event, 
however, will the statutory period for reply expire later than SIX MONTHS from the mailing 
date of this final action. 



Conclusion 

10. Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Anthony T Ton whose telephone number is 571-272-3076. The 
examiner can normally be reached on M-F: 9:00 am - 5:30 pm. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Chau Nguyen can be reached on 571-272-3126. The fax phone number for the 
organization where this application or proceeding is assigned is 703-872-9306. 

Information regarding the status of an application may be obtained from the Patent 
Application Information Retrieval (PAIR) system. Status information for published applications 
may be obtained from either Private PAIR or Public PAIR. Status information for unpublished 
applications is available through Private PAIR only. For more information about the PAIR 



Application/Control Number: 09/767,330 Page 13 

Art Unit: 2661 

system, see http://pair-direct.uspto.gov. Should you have questions on access to the Private PAIR 
system, contact the Electronic Business Center (EBC) at 866-217-9197 (toll-free). 



Respectfully submitted, 

Anthony T. Ton 
Patent Examiner 
February 22, 2005 
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